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Art Unit: 2635 

DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claim 38 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
To be specific, claim 38 claims a subsea well completion having a test tree 

structure and the signal cable structure extends externally around the test tree 

structure. Lines 17-26 of page 7 of the specification merely mention "a subsea test 
tree 34" without any further detail support. Examiner does not clearly understand what 
the claimed test tree structure is. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. Claims 1-5. 8, 9, 1 1, 17, 18. 22-24, 29-32, 35-37 and 44 are rejected under 35 
U.S.C. 102(b) as being anticipated by Kyle et al. U.S. Patent 6,470,996. 

Regarding claim 1, Kyle et al. teaches a method for use in a subterranean well 
completion (abstract) having a wellbore (See Figure 1) through which a lower section 
(Figure 1 , unit 14) of a tubing structure extends downwardly from a well structure 
engaging the tubular structure and defining a substantial outward acoustic energy 
dissipation path at the juncture between the lower tubing structure and an upper tubing 
structure section (Figure 1, section located above the ground) disposed above the well 
structure, a well operation method comprising the steps of: 

acoustically transmitting a downhole well parameter signal upwardly through the 
lower tubing structure section toward the well structure (column 3, lines 19-45); 

converting the acoustically transmitted signal to a non-acoustical signal (column 
5, lines 47-55) at a tubing structure location below the well structure; and transmitting 
the converted signal upwardly past the well structure along a signal path leading to a 
signal receiving location (Figure 1, unit 24 is the receiving device). 

Regarding claims 2 and 17, Kyle et al. also teaches the method of claim 1 
wherein the acoustically transmitting step includes the steps of: 

connecting a first downhole transceiver structure (Figure 1 , unit 20) to the lower 
tubing structure section, connecting a second downhole transceiver structure (the 
structure including repeater 18. Repeater 18 is a transceiver) to the lower tubing 
structure section between the well structure and the first downhole transceiver structure, 
the second downhole transceiver structure having a transceiver portion and a signal 
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converter portion (Figure 1 , unit 32 is a converter), and transmitting acoustic signals 
from the first downhole transceiver structure through the lower tubing structure section 
to the transceiver portion of the second downhole transceiver structure; and the 
converting step is performed utilizing the signal converter portion of the second 
downhole transceiver structure (column 5, lines 47-55). 

Regarding claims 3, 4, 8, 11, 23, 30 and 31, Kyle et al. also teaches converting 
the acoustically transmitted signal to a digital electrical signal. 

Regarding claims 5 and 32. Kyle et al. also teaches converting the acoustically 
transmitted signal to an analog electrical signal (column 2, lines 1-11). 

Regarding claims 9, 36 and 37, Kyle et al. also teaches extending a signal 
cable structure upwardly through the well structure (Figure 1 , unit 34 is a signal cable; 
and column 3, lines 19-33). 

Claims 18, 22, 24, 35 and 44 are rejected for the same reasons as claim 1. 

Regarding claim 29, Kyle et al. also teaches at least one signal repeater (Figure 
1, unit 18; column 3, lines 33-44) carried by the lower tubing structure section between 
the upper and lower transceiver structures. 

Claim Rejections • 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identic<ally disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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6. Claims 6, 7, 12-16. 25-28, 33, 34 and 43 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Kyle et al. U.S. Patent 6,470,996 in view of Tube! U.S. 
Patent 6,899,178. 

Regarding claims 6, 7, 33 and 34, Kyle et al. teaches the method of claim 3, 
except the converting step is performed by converting the acoustically transmitted signal 
to an electromagnetic wave signal. 

Tubel, in the same field of endeavor, teaches a method of transmitting acoustic 
signal in a downhole environment. Tubel also suggests transmitting downhole data in 
the form of electromagnetic wave signal/optical/electro-optical(photoelectrical) (column 
4, lines 25-33). 

Therefore, it would have been obvious to one skilled in the art at the time the 
invention was made to provide converting the acoustic signal disclosed by Kyle et al. 
into electromagnetic wave signal/photoelectrical signal, as evidenced by Tubel, in order 
to transmit downhole data in the form of electromagnetic wave signal/photoelectrical 
signal. 

Regarding claims 12-14, 16 and 25-28, Kyle et al. teaches the method of claim 
12, except specifically mentioning transmitting a control signal downwardly to the 
downhole transceiver. 

Tubel et al., in the same field of endeavor, teaches a method for transmitting 
acoustic signal in a downhole environment, which includes transmitting a control signal 
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downwardly to the downhole transceiver to control downhole devices (column 6. lines 
24-40). 

Therefore, it would have been obvious to one skilled in the art at the time the 
invention was made to provide transmitting control signal to the method disclosed by 
Kyle et al., as evidenced by Tubel, in order to wirelessly control downhole tools. 

Regarding claim 15, Kyle et al. also suggests changing and using different 
frequencies for the transmission of the downhole transceiver (column 3, lines 34-45). 
Therefore, it would have been obvious to one skilled in the art to provide a control signal 
transmitted to downwardly to change the transmission frequency of the downhole 
transceiver in order to achieve optimal signal transmission. 

Claim 43 is rejected for the same reasons as claims 1 and 6. 

7. Claims 10, 19-21, 41 and 42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kyle et al. U.S. Patent 6,470,996 in view of Roberts et al. U.S. Patent 
6.626,248. 

Regarding claims 10, 19-21, 41 and 42, Kyle et al. teaches the method of claim 
9. However, Kyle et al. does not specifically mention said well structure is a hanger 
structure. 

Roberts et al., in the same field of endeavor, teaches a well structure in a 
downhole environment, and also suggests the idea of a hanger well structure (column 
12, lines 1-33; also see Figure 1). 
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Therefore, it would have been obvious to one skilled in the art the time the 
invention was made to design the well structure disclosed by Kyle et al. as a hanging 
well structure, as evidenced by Roberts et al., to hang the well structure in the borehole. 

8. Claims 39 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kyle et al. U.S. Patent 6,470,996 in view of Petersen et al. U.S. Patent 4,314,365. 

Regarding claims 39 and 40, Kyle et al. teaches the subterranean well 
completion as claimed in claim 39, except an electrohydraulic module connected in the 
upper tubing structure section, and the signal cable structure extends interiorly through 
the electrohydraulic module. 

However, lines 1 7-26 of page 7 of the specification, only discloses an 
electrohydraulic module 36 without any detail support regarding the claimed signal 
cable structure extends interiorly/exteriorly through/around the electrohydraulic module 
and the criticality as to why said signal cable has to go through and around said 
electrohydraulic module. Therefore, providing said signal cable disclosed by Kyle et al. 
extending through or around an electrohydraulic module is merely a choice in design by 
one skilled in the art. 

Petersen et al. teaches an acoustic signal transmission in a wellbore, which 
includes an electrohydraulic transmitter in the upper tubing structure section (column 5, 
lines 18-24 and Figure 2, unit 26) In order to generate acoustic signal. 

Therefore, it would have been obvious to one skilled in the art at the time the 
invention was made to provide an electrohydraulic module to the acoustic signal 
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transmission method disclosed by Kyle et al.. as evidenced by Petersen et al., in order 
to generate acoustic signals. 



9. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hung Q. Dang whose telephone number is (571) 
272-3069. The examiner can normally be reached on 9:30AM-6PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Horabik can be reached on (571) 272-3068. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Hung Q. Dang 



Conclusion 



12/9/2005 
H.D. 
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